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DETAILED ACTION 



1 . In view of the amendment filed May 1 2, 2008, claims 2-5, 7, 9, 1 4, 1 5, 21 , 22, 29- 
34, 40 have been cancelled. Claims 1, 6, 8, 10-13, 16-20, 23-28, 35-39, 41, and 42 are 
pending. 

2. In view of the amendment filed May 1 2, 2008, the rejection of Claims 1,6,8,10- 
13, 16-20, 23-28, 35-40, 42 under 35 U.S.C. 112, second paragraph, is withdrawn. 

3. In view of the amendment filed May 1 2, 2008, the rejection of Claims 1,6,8, 10- 
1 3, 1 6-1 9, 25-28, 35-39, 41 , 42 under 35 U.S.C. 1 02(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Lipian et al. (US 6,455,650), is 
withdrawn. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



6. Claims 20, 23, 24 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Lipian etal. (US 6,455,650), for the 
reasons adequately set forth from paragraph 6 of the office action of April 19, 2007. 
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20, (Current!) amended) An optical anisotropic film comprising a cycioolefin 
polymer containing polar functional groups which is prepared by a method as claimed 
in claim ! and has a molecular weight of 100,000 or more. 

wherein die optical anisotropic film has 70 to 1000 mn of a retardation value 
(Rfh), as defined by the following equation 1 and the refractive index of the optical 
anisotropic film satisfies the following equation 3: and 

the polymer comprises more than 30 mol% of norbornene-based compound 
containing a polar functional group represented by the following Chemical Formula 5: 

(Equation 1 j 

Rth = A(n y - n z ) x d 

(Equation 3) 

n x s n, > n z 

Chemica l Formula 5 



Wherein n x is a refractive index in a slow axis direction in a plane, n y is a 
refractive index in a fast axis direction in a plane, and n z is a refractive index in a 
thickness direction, each measured at a wavelength of 550 nm; and 

d is the film thickness; 

iri is an integer of 0 to 4, 

at least one of R 7 . R s , R 9 and R 10 is a polar functional group, the others are non- 
polar functional group, and R 7 . R 8 , R 9 and R 1(i can be bonded together to form a 
saima ted o r o n-ommued C _^c \chc group or C :i aromatic ring. 

the non-polar functional group includes hydrogen; halogen: a linear or branched 
Chalk y ! g roup; a linear or branched C i^u haloalky l grou p; a linear or branched C ^u 
I' n 1 j h 1 i ii ii h d ill I _i ij i In I i hi i h I ( 
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or haloalkynyl; a C it I group unsubstifuted or substituted with alkyl, aJkcnyl. 
alk y n yl. halogen, haloalky l haloalkenyl, or haloalky n yl; and a C ^ aralky l g rou p 
n i'Tii I ' it ill - ,lu>e ; , iii- all i ,|i n I. alk yn\ k h iloeen. h ilea 11- \ 1 . haloalkem 1 
or haloalkynyl; 

ill i i i n i jTj j I r| i i n | it i 



at least one of O. K. P. S. Si and B. and is selected from the aroup consisting of: OR . 
OC(Q)OR 12 , R 11 OC(Q)OR' : , C(Q)R t2 , R U C(Q]R 12 , OC(0)R 12 , R"OC(0)R 12 , 
(R u O)pOR 12 , (OR")pOR a , C(Q)OC(0)R 12 , R"C{0)0C(0)R 12 , SR 12 . R n SR !2 , SSR 12 , 
R !I SSR !: . S(=01R". R"S(=0)R' ; . R !l C(=S)R 12 , R |! C(=S1SR ;: . K SQ.R SO^ Rli 
R'"N=C=S, NCO, R"NC0, CN, R"CN, NNC(=S)R n , R n NNC(=S)R \ NU R NO .. 

— C(0)N. — rhc(0)n' _n:' R -riim /R12 OCiOiN RHQC(0)N; 



-N-C-R" -R"N-C R 13 -N— C-QR 13 



>r hi-anelied C .i.aikv[ 



haliviJkv) -jrouix a linear or blanch ed (" o,i alkenvl group: a linear or branched C vw 

loall I i In ii _ i J i _iou| i line a i n imbed CV >n 

haloalkynyl; a C3-.2 cycloalkyl g roup unsuh stuuted . Jr sut stit uM! with alkyl. alkenvl, 

! j_ 1 Li 1 1 I ' I 1 _ I 1 [ 1 I t 

or substituted with alkyl. alkenvl, alkvnvl. halogen, haloalkyl, haloalkenyl, or 
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i nv] ha] pi oaiK-1. hal IKcnvl r ha II i 1 




branched (.' .-.,» alkeml aroup: a linear or branched ('i.«„ ha)oa!ken\l croup: a linear or 


branched C. .,,a!kyn>l group; a linear or branched C, j,., haloalkynyl; a C , L .cye1oalky1 


1 i i 1 i i 1 i 1 i i i i i i ti 1 i ii it 1 I 


i hi! i i ill 1 1 halo.il 1 'I i . 


uriMibsfiruled or subMitutcd with alkvl, alkem 1, a 1 k s ml. halogen, haloalkvl haloaikonvl. 


or haloalkynyl; or alkoxy. haloalkoxy, carbonyloxy. halocarbonyloxy: and 
0 i 1 . ail intceer of 1 to 10. 



Although Lipian et al. disclose a catalyst system comprising a precatalyst that is 
different but similar to the one as claimed, because Lipian et al. (col. 1 27, claim 54; col. 
129, claim 61) clearly teach a precatalyst that can comprises platinum, acetates or 
acetylacetonates, and an anionic hydrocarbyl containing ligand (R'). Regarding (R'), 
Lipian et al. (col. 3, line 47-50) clearly indicate that the anionic hydrocarbyl containing 
ligand can be allylic ligands. Regarding the claimed polymerization temperature and the 
amount of solvent to be used in claims 41-42, Lipian etal. (col. 40, examples 17-46) 
clearly teach polymerization processes involving the claimed temperature range of 80- 
200 °C, and the claimed amount of solvent. Further, Lipian et al. clearly disclose the 
cycloolefin polymers used in the optical anisotropic film of claims 20, 23, 24 can be 
prepared using a similar catalyst system. In view of the reasons set forth above, the 
examiner has a reasonable basis that the claimed polymer products are inherently 
possessed in Lipian et al. 
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Applicants must recognize that the claimed invention is a product by process 
invention. In view of the similarity of the type of catalyst, monomers and processing 
condition employed, the examiner has a reasonable basis to believe that the claimed 
product is inherently possessed in Lipian et al. Applicants must recognize that "[E]ven 
though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) 

Regarding the claimed optical anisotropic film, Lipian et al. (col. 43, line 56 to col. 
44, line 6) disclose the various applications where good optical properties are required. 
Of the applications listed, optical film is cleared taught (col. 44, line 2). Regarding claim 
24 which claims a display device, the examiner believe that the claimed "display device" 
is inherently possessed in Lipian et al. because windows (col. 44, line 4) can be viewed 
as a display device or part of a display device. 

Regarding the claimed retardation value, molecular weight, refractive indexes, 
and equations 1 and 3, the examiner has a reasonable basis to believe that these 
properties are inherently possessed in Lipian et al. in view of the similarity on the 
composition and process of polymer prepared in Lipian et al. and the composition and 
process of claims 1 , 20. Since the PTO does not have proper means to conduct 
experiments, the burden of proof is now shifted to applicants to show otherwise. In re 
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Best, 562 F.2d 1252, 195 USPQ 430 (CCPA 1977); In re Fitzgerald, 205 USPQ 594 
(CCPA 1980). 

Regarding claim 23 which claims that the optical film is used as a negative C- 
plate type optical compensation film for liquid crystal displays, applicants must 
recognize that a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 
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Response to Arguments 

7. Applicant's arguments filed May 12, 2008 have been fully considered but they are 
not persuasive. Applicants argue that the examiner is correct that the exo isomer 
content may vary depending on whether the reaction is thermodynamically driven or 
kinetic driven. However, applicants believe that the exo isomer content should still be 
explicitly taught in Lipian et al. However, the examiner disagrees because the teachings 
of a prior art can be explicitly taught or can be inherently possessed in Lipian et al. 

In view of the similar type of catalyst employed and the substantially identical 
monomeric types and polymerization condition used, the examiner has a reasonable 
basis to believe that the claimed "exo isomer" feature is inherently possessed in Lipian 
et al. Since the PTO does not have proper means to conduct experiments, the burden 
of proof is now shifted to applicants to show otherwise. In re Best, 562 F.2d 1252, 195 
USPQ 430 (CCPA 1977); In re Fitzgerald, 205 USPQ 594 (CCPA 1980). 

Applicants must recognize that regarding the claimed "norbornene-based 
compound having an exo isomer content of more than 50 mol%", Lipian et al. (col. 29, 
line 45 to col. 32, line 23) clearly disclose cycloolefin polymer having a structure VII (col. 
30, line 12-19) having at least one polar functional group as claimed (col. 30, line 62- 
67). The examiner believes that the claimed "exo isomer content of more than 50 mol%" 
is inherently possessed in Lipian et al. because the functionalization norbornene 
inherently can result isomers that are endo, exo, or the mixture thereof, depending on 
the reaction condition. This is because although exo is the form that is 
thermodynamically more stable as compared to the endo form, sometimes, the reaction 
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can be kinetically more favorable for the formation of the endo form. Therefore, the 
examiner has a reasonable basis that the isomers of norbornene type materials do not 
necessarily in a 50/50 (endo/exo) racemic mixture form. In view that it is about 50 
percent chance for the argued polymer to have "exo isomer content of more than 50 
mol%" and for the argued polymer to have "exo isomer content of less than 50 mol%". 

Applicants also argue that an inherency means that Lipian et al. must possess 
the claimed "exo isomer content of more than 50 mol%" feature, the examiner disagrees 
in view of MPEP 2112 (III). The 102-3 rejection set forth is proper. 



III. A REJECTION UNDER 35 U.S.C. 102/103 CAN BE MADE WHEN THE 
PRIOR ART PRODUCT SEEMS TO BE IDENTICAL EXCEPT THAT THE 
PRIOR ART IS SILENT AS TO AN INHERENT CH4RACTERISTIC 

Where applicant claims a composition in terms of a function, property or characteristic 
and the composition of the prior art is the same as that of the claim but the function is not 
explicitly disclosed by the reference, the examiner may make a rejection under both 35 
U.S.C. 102 and 103, expressed as a 102/103 rejection. "There is nothing inconsistent in 
concurrent rejections for obviousness under 35 U.S.C. 103 and for anticipation under 35 
U.S.C. 102." In re Best, 562 F.2d 1252, 1255 n.4, 195 USPQ 430, 433 n.4 (CCPA 
1977). This same rationale should also apply to product apparatus, and process claims 
claimed in terms of function, property or characteristic. Therefore, a 35 U.S.C. 102/103 
rejection is appropriate for these types of claims as well as for composition claims. 



Regarding applicants' argument on comparative data to show the criticality of the 
claimed invention, applicants must recognize that comparative data is not effective in 
overcoming the 102 portion of the 102-3 rejection set forth. 



Allowances 
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8. Claims 1,6, 8, 10-13, 16-19, 25-28, 35-39, 41, 42 are allowed. 

9. The following is an examiner's statement of reasons for allowance: 

As of the date of this office action, the examiner has not located or identified any 
reference that can be used singularly or in combination with another reference including 
the closest prior art of Lipian et al. (US 6,455,650), to render the present invention 
anticipated or obvious to one of ordinary skill in the art. 

Conclusion 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William K. Cheung whose telephone number is (571) 
272-1097. The examiner can normally be reached on Monday-Friday 9:00AM to 
2:00PM; 4:00PM to 8:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David WU can be reached on (571) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/William K Cheung/ 

Primary Examiner, Art Unit 1796 

William K. Cheung, Ph. D. 
Primary Examiner 
September 9, 2008 
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